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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. It appears that in Case Number A571641 in the District Court of Clark County, Nevada, 
Applicant has alleged (on page 25 of his complaint) that several parties have misappropriated his 
trade secrets in connection with this invention. It follows from this that a rejection under 35 
U.S.C. §1 12, 1 st paragraph is appropriate since, if Applicant has maintained valuable trade 
secrets in connection with the making or use of this invention, then he has not disclosed the best 
mode of carrying out his invention as required by the statute. Therefore, Claims 1-9, 11-13, 16, 
18 & 21-23 are rejected under 35 U.S.C. § 1 12, 1 st paragraph as failing to comply with the best 
mode requirement. 

3. Applicant was given an opportunity to clarify the record concerning this matter, but failed 
to do so. This leaves the Examiner with no choice but to make the foregoing rejections. 

4. Applicant is again reminded of his continuing obligation to provide any information in 
Applicant's possession that is material to patentability - including any information concerning 
this rejection. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-6, 9, 12, 16, 21 & 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Okuniewicz (US Patent Number 6,585,589) in view of Quinn (US Patent Number 
3,688,276). 

Claim 1: Okuniewicz teaches device for paying out a bonus (Col 1, 43-46) to a player 
playing a gaming machine. (Fig 1) There is a gaming machine (Slot Machine). The 
gaming machine obviously contains a processor for implementing a game of chance 
(including video poker) and paying off according to matching symbols . (Col 1 , 20) There 
is a dispensing unit (Lottery Terminal). Since Okuniewicz teaches that the dispensing 
unit may dispense a ticket when a preset amount of coins are inserted (Col 3, 46-53), 
there must be a numeric counter for counting the number of coins placed in said gaming 
machine that counts coins until a ticket is generated. Okuniewicz does not teach visually 
displaying to the player the number of coins needed to generate a ticket or the number of 
coins inserted by the player. Nor does Okuniewicz teach resetting the counted coins to 
zero once a ticket is generated. These are common functions on virtually any modern 
vending machine. 

Quinn, which is also a lottery ticket dispenser, teaches visually displaying to the 
player the number of coins needed to generate a ticket and the number of coins inserted 
by the player as well as resetting the counted coins to zero once a ticket is generated. 
(Fig 1) Such a visible meter allows the player to know how much money he must insert 
and how much money he has inserted. Clearing the counter lets the player know that if 
he wants another ticket, he has to put in more money. These features add to user 
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convenience and are, as previously pointed out, extremely well known. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have 
modified Okuniewicz in view of Quinn to visually display to the player the number of 
coins needed to generate a ticket and the number of coins inserted by the player as well as 
to reset the counted coins to zero once a ticket is generated in order to add to player 
convenience. 

Furthermore, a combination of prior art elements, each performing their normal 
functions in a predictable manner to yield a predictable result is obvious. In this case, 
Okuniewicz teaches a slot machine that dispenses a lottery ticket when a preset number 
of coins have been inserted into the machine. Quinn, which also dispenses a lottery 
ticket when a preset number of coins have been inserted into the machine, has a meter 
that displays the number of coins inserted and the number of coins remaining prior to 
dispensing a ticket. In the combination, Okuniewicz 's slot machine/ticket dispenser 
works in its accustomed manner. Quinn's lottery ticket dispenser/coin meter work in its 
accustomed manner. The combination of Okuniewicz and Quinn yield predictable 
results. The combination is therefore obvious. 

Regarding the ticket being supplemental to a gaming award, see the underlined 
portion of the rejection above. Regarding the numeric counter continuing to count 
(presumably coins) from player to player until the dispensing unit dispenses a ticket, 
Okuniewicz has no mechanism for determining who deposits a coin. Neither does Quinn. 
Clearly, since neither device can determine when one player leaves & another player 
arrives, the numeric counters in both would continue to count coins until a ticket is 
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dispensed. 

Claims 2-4: Okuniewicz teaches that the dispensing unit may be a retrofit unit for a slot 

machine (Col 3, 1-4). Okuniewicz teaches that the dispensing unit could be attached to 

the gaming machine externally (i.e., side-mounted) or mounted internally. (Col 4, 63-66) 

Claim 5: The gaming machine may include video poker machines (Col 3, 36-42). Video 

bingo games and video keno games are disclosed as equivalents. 

Claim 6: The dispensing unit is a self-contained unit that does not affect play or 

outcome of said gaming machine. (Col 4, 35-43) 

Claim 9: Okuniewicz dispenses lottery tickets. (Abstract) 

Claim 12: Claim 12 is a combination of claims 1, 5, & 9 with the addition of holding a 
drawing to determine a winner of said ticket - which is taught by Okuniewicz. 
Claim 16: Okuniewicz teaches the lottery ticket may be for the Big Game. In the Big 
Game, a bonus prize is generated from a percentage of total coins placed into all 
participating gaming machines (i.e., a percentage of money used to buy game tickets). 
Claim 21: Since Okuniewicz does not disclose a bill validator, it does not disclose 
counting on dollar bills put into a bill validator. Furthermore, it teaches counting on 
"coin in". Thus it teaches counting coins in instead of credits paid. Okuniewicz makes it 
clear that any event on a slot machine may be used to trigger issuance of a lottery ticket. 
In the final analysis, the choice of trigger is a matter of design choice that would lead to 
predictable results. 

Claim 23: Okuniewicz & Quinn teach the invention substantially as claimed (see claim 
1), but fail to teach a voice signal when a coin is deposited. Applicant has disclosed 
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visual & voice signals as being equivalent. (See paragraph 0018) Therefore it is obvious 
to substitute the claimed audio recording for the visual counter of Quinn. Furthermore, it 
is well known to provide voice indications for the visually impaired. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to have modified 
Okuniewicz & Quinn to include a voice counter to count the number of coins deposited 
since substitution of known equivalents is considered obvious. Furthermore, it would 
provide information to the blind. 
7. Claims 7, 8, 11, 13 & 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Okuniewicz and Quinn as applied to claim 1,12 above, and further in view of Caste llano et al. 
(US Patent Number 5,477952). 

Claims 7, 13: Okuniewicz and Quinn teach the invention substantially as claimed. Both 
contain coin counters, but do not give details of the operation thereof. Okuniewicz 
bonuses a player based on number of coins played (Col 3,51) but does not teach that the 
numeric counter counts coin pulses off of the gaming machine's hard meter. Castellano 
teaches the method of operation of the coin counters. Castellano teaches that the numeric 
counter (12) counts coin pulses off of the gaming machine's hard meter (52). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to have 
modified Okuniewicz and Quinn in view of Castellano to have the numeric counter count 
coin pulses off of the gaming machine's hard meter in order to carry out Okuniewicz and 
Quinn' s suggestion to count the coins entered by the player. 

Claim 8: Okuniewicz and Quinn teach the invention substantially as claimed. Neither 
specifically discloses that the numeric counter can count various coin denominations. 
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Castellano specifically teaches discloses that the numeric counter can count various coin 
denominations. (Fig 1, 21-24) Allowing players to use more than one denomination 
makes it convenient for the player to put more money in the slot machine. This increases 
profits. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Okuniewicz and Quinn in view of Castellano to have the 
numeric counter can count various coin denominations in order to make it convenient for 
the player to put more money in the slot machine. 

Claims 11, 18: Okuniewicz teaches that the benefit of the device is the ability to change 
the criteria for generating a ticket. (Col 3, 1-9) The LIB is a remote unit (i.e., a separate 
module) for changing the number of coins necessary to generate said ticket. 
8. Claim 22 rejected under 35 U.S. C. 103(a) as being unpatentable over Okuniewicz & 
Quinn as applied to claim 1 above, and further in view of Harlick (US Patent Number 
4,636,951). 

Claim 22: Okuniewicz & Quinn teach the invention substantially as claimed, but fail to 
teach networking the gaming machines such that a combination of devices requires a 
certain number of coins before a ticket is issued. Okuniewicz teaches that a ticket may be 
issued when a certain number of coins are deposited to a machine. Harlick teaches 
networking a number of machines in such a way that a player may move from machine to 
machine while maintaining the same credit state. (Col 1, 62 & Col 2, 65-66) This allows 
the player to move to a different machine if there is a machine malfunction without any 
penalty. Clearly, applying Harlick's teaching to Okuniewicz & Quinn would yield a 
networked system where a combination of devices require a certain coin in before issuing 
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a ticket.-For instance, if a player places 9 coins in a first machine (where the trigger is 10 
coins), and moves to a second machine, the system would issue a lottery ticket when the 
player puts the 10 th coin into the 2 nd machine. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Okuniewicz & Quinn in view of Harlick to have a network of 
gaming machines wherein a combination of devices require a certain number of coins 
before a ticket is dispensed. 

Response to Arguments 

9. Applicant's arguments filed 24 August 2010 have been fully considered but they are not 
persuasive. 
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10. Applicant is repeating arguments that have been answered over and over again. Constant 
repetition does not make the arguments more persuasive. As Examiner has explained numerous 
times, the randomness discussed by Okuniewicz is the randomness of the lottery drawing - not 
necessarily the randomness of issuing a ticket. 

1 1 . Okuniewicz says that the ticket can be issued when a certain number of coins are paid 
into the machine. This is absolutely crystal clear. The reference says that in black and white. 
Examiner cannot ignore the clear language of the reference. While Okuniewicz may generate a 
lottery ticket based on some random occurrence in the game, it may also generate it based on a 
non-random factor (i.e., the number of coins deposited). Arguing about the definition of random 
will not change what the reference says. Clearly, if Okuniewicz issues a ticket after a certain 
number of coins are deposited, then it does not do so randomly. 

12. Regarding the flying car "argument", if Applicant can show that the combination of 
Okuniewicz & Quinn would produce unexpected results, or that such a combination would be 
beyond the level of ordinary skill, then evidence to support that contention will certainly be 
considered. Examiner is constrained to apply the law as set forth in the statutes & the relevant 
court decisions. Applicant is referred to KSR Int'l Co. v. Teleflex Inc., 550 US 398 (2007) for 
more information regarding the obviousness of combinations of elements performing their 
normal function in their normal manner to yield predictable results. 

13. The failure to set forth the best mode for the making and operation of Applicant's 
invention & the withholding of information material to patentability are serious issues. 
Deliberately doing so might be considered to be fraud upon the Patent Office. Applicant was 
given an opportunity to remedy any inadvertent mistakes in this regard in the last Office Action, 


Application/Control Number: 09/933,067 Page 10 

Art Unit: 3714 

but failed to do so. Examiner trusts that this is an inadvertent error that will be remedied in 
Applicant's response to this Office Action. However, Applicant's failure to address this matter 
has led to the issuance of a rejection of the claims. In order to be responsive to this Office 
Action, any response must fully address this issue. Failure to address this issue will be 
considered deliberately non-responsive. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Corbett B. Coburn whose telephone number is (571) 272-4447. 
The examiner can normally be reached on 8-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (571) 272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Corbett B. Coburn/ 
Primary Examiner 
Art Unit 3714 
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